THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe examner’s refusal to all ow

! Application for patent filed June 23, 1993.
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claims 1, 2, 5-9 and 19 as anended after final rejection.

Clains 3 and 4 stand objected to as bei ng dependent upon a

rejected claim and clains 10-18 and 20-22 stand w t hdrawn
fromconsideration by the exam ner as being directed toward a
nonel ected i nventi on.

THE | NVENTI ON

Appel l ants’ claimed invention is directed toward a
process for decreasing paint pops and craters in a surface
coating on a nolded fiber reinforced thernoset plastic part
havi ng one or nore surfaces which have been nmachi ned by
cutting or abrading. The method includes heating the part to
a tenperature within a specified range, then applying a
specified |iquid epoxy conposition to one or nore nachi ned
surfaces of the part, and then curing the epoxy conposition,

t her eby reduci ng paint pops and craters in a surface coating
which is to be forned after the clained process by coating the
part and heating the coated part. Caim1 is illustrative and
reads as foll ows:

1. A process for decreasing defects on a nolded fiber
reinforced thernoset plastic part which part is, subsequent to
bei ng subjected to said process, surface coated and subjected
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to an el evated tenperature said defects being caused by
emanat i ng subsurface gases, said process conprising:

first heating said nolded thernoset fiber reinforced
plastic part, said part having one or nore machi ned surfaces
formed by cutting or abrading, to a tenperature of from about
120EF (49EC) to 400EF (204EC),

then applying a coating of a liquid epoxy conposition to
one or nore the nachined surfaces of said part, wherein said
i qui d epoxy conposition has a Brookfield viscosity at 25EC of
| ess than 4, 000 poi se,

and thereafter allowing said |iquid epoxy conposition to
cure into a thernoset coating,

wherein said |iquid epoxy conposition conprises at |east
one ol i goner having two or nore reactive epoxy end groups and
a hardener conponent reactive with said epoxy end groups, and
wherein said defects are paint pops and paint craters in
subsequent |y applied surface coatings.

THE REFERENCES

Snock et al. (Snock) 4,024, 304 May 17,
1977 Hol mes et al. (Hol nes) 4, 235, 952 Nov.
25, 1980

THE REJECTI ON

Clainms 1, 2, 5-9 and 19 stand rejected under 35 U. S. C
8 103 as bei ng unpatentabl e over Hol nes taken wi th Snock.

OPI NI ON

We have carefully considered all of the argunents
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advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not well
founded. Accordingly, we do not sustain this rejection.

Hol nes di scl oses a nethod for joining two fibergl ass
reinforced plastic (FRP) parts such that the seamline is not
visible or is barely visible and such that a coating over the
j oi ned parts does not have defects such as paint pops and
sinks (col. 1, lines 38-43). According to this nethod, the
parts are joined by use of a pol yester or pol yurethane
adhesi ve, and a cured epoxy resin/polyam de resin/am ne

conmposition is forned

over the seamat which the parts are joined (col. 1, lIines 50-
58; col. 3, lines 44-47; col. 3, line 65 - col. 4, line 17).
In an exanpl e, the adhesive used to join the parts was cured
(col. 4, lines 50-57) and then "sanded to renove the remaining
hill or rounded bond portion at the seamto obtain the best
finish so as to retain the originally desired contour and
surface finish" (col. 4, lines 61-64). A pol yepoxy

resi n/ pol yam de resin/am ne conposition then was applied to

t he seam and was cured, cooled, and sanded to restore the
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original contour (col. 5, lines 38-45). After a white acrylic
| acquer was applied over a sealer, the seamwas nearly
i nvisible and did not show any sink marks or paint pops (col.
5, lines 45-54). Holnes states that "[i]nstead of sanding the
parts as descri bed above, grinders, cutters and other devices
may be used to renove extraneous nmaterial and obtain the
desired contour, care being observed not to harmthe surface
of the FRP part"” (col. 6, line 66 - col. 7, line 2).

The examiner is of the view that an abraded surface as
recited in appellants’ claim1l1l, which is appellants’ only
i ndependent claim is fornmed during Hol mes’ step of sanding
t he adhesive. The exam ner argues that "logically it is
uncl ear how an adhesi ve nass, as shown in Fig.1l, could be
‘sanded to renove the remaining hill . . . to retain the
original contour’, with the result pictured in Fig.2, wthout
i nherently causing sone abrasion to the underlying nol ded
surface. Further, the adnonition to take care not to harmthe
surface of the FRP part supports the logic that the part is
very likely to be at |least slightly abraded by the sandi ng"
(answer, pages 5-6).

When an exami ner relies upon a theory of inherency, "the
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exam ner nust provide a basis in fact and/or technica
reasoni ng to reasonably support the determ nation that the

al l egedly inherent characteristic necessarily flows fromthe
teachings of the applied prior art.” Ex parte Levy, 17 USPQd

1461, 1464 (Bd. Pat. App. & Int. 1990). Inherency "nmay not be
established by probabilities or possibilities. The nere fact
that a certain thing may result froma given set of
circunstances is not sufficient." Ex parte Skinner, 2 USPQd
1788, 1789 (Bd. Pat. App. & Int. 1986).

The exam ner has not provided the required evidence or
techni cal reasoni ng which reasonably shows that abrasion of
the FRP surface, which Holnes clearly indicates is to be
avoi ded (col. 7, lines 1-2), necessarily results fromthe
sandi ng of Hol nes’ adhesive. Instead, the exam ner has nerely
asserted that such abrasion is possible or probable.

Snock is relied upon by the exam ner for a disclosure of
preheating an FRP part so that there is less air in the part
when a sealing |iquid containing suspended particles is

applied to the
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part (answer, page 4). The exam ner has not pointed out, and
we do not find, any teaching in Snock which renmedi es the
af orenenti oned deficiency in the disclosure of Hol nes.

For the above reasons, we conclude that the exam ner has
not set forth a factual basis which is sufficient to support a
concl usi on of obviousness of appellants’ clained invention.
Consequently, we do not sustain the exam ner’s rejection.

DECI SI ON
The rejection of clainms 1, 2, 5-9 and 19 under 35 U. S. C

8 103 as being unpatentabl e over Hol nes taken with Snock is

rever sed.
REVERSED

)

MARY F. DOMNNEY )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT

JOAN ELLIS )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

TERRY J. OVENS )
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Adm ni strative Patent Judge )
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